^^^^ 



a United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COS -j, - 
Uoited Slates Patent and Trademark OmceV/ 
Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria. Vhgima 22315-MSO 
www.uspto.gov 



)MMER9£ 



APPLICATION NO. 



HLING DATE 



HRST NAMED INVENTOR 



ATTORNEY DOCKET NO. CONHRMATION NO. 



09/988,002 



I1/I6/200I 



Margareta Gimilla Bjorksten 



22907 7590 09/07/2004 

BANNER & WITCOFF 
1001 G STREET NW 
SUITE 1100 

WASHINGTON, DC 20001 



005288.00013 



7989 



EXAMINER 



OUELLETTE, JONATHAN P 



ART UNIT 



PAPER NUMBER 



3629 

DATE MAILED: 09/07/2004 



Please find below and/or attached an Office conununication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



Office Action Summary 



Application No. 

09/988,002 



Examiner 

Jonathan Ouellette 



Applicant(s) 

BJORKSTEN ETAL 



Art Unit 

3629 



- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above Is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )^ Responsive to communication(s) filed on 21 June 2004 . 
2a)^ This action is FINAL. 2b)n This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 . 453 O.G. 213. 

Disposition of Claims 

4) S Claim(s) 1-15,18-28,35,45 and 48-62 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) ^ Claim(s) 1-15,18-28,35,45 and 48-62 is/are rejected. 
?)□ Claim{s) is/are objected to. 

8) n Claim{s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: a)n accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawlng(s) is objected to. See 37 CFR 1.121(d). 
1 !)□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)n Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d)or (f). 
a)n All b)n Some * c)^ None of: 

1 Certified copies of the priority documents have been received. 

2.Q Certified copies of the priority documents have been received in Application No. . 



3.D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) K Notice of References Cited (PTO-892) 

2) n Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) □ Infonnation Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 

Paper No(s)/Mail Date , 



4) n Interview Summary (PTO-413) 

Paper No(s)/Mail Date. . 

5) CD Notice of Informal Patent Application (PTO-152) 

6) □ Other: . 



U.S. Patent and Trademartc Office 
PTOL-326 (Rev. 1-04) 



Office Action Summary 



Part of Paper No./Mail Date 20040830 



Application/Control Number: 09/988.002 Page 2 

Art Unit: 3629 

DETAILED ACTION 

Response to Amendment 

1. Claims 16-17, 29-34, 36-44, and 46-47 have been cancelled and Claims 48-62 have been 
added; therefore Claims 1-15, 18-28, 35, 45. and 48-62 are nov^ pending in application 
09/988,002. 

Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action; 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 1-4. 10-15. 18-21, 23-25, 27-28. 35. 48-51, and 57-62 are rejected under 35 
U.S.C. 103(a) as being unpatentable over mValue (www.mvalue.com, Screen Print, 
3/1/2000-8/15/2000) in view of Blasko (US 2001/0049620 Al). 

As per independent Claims L 25, 35, and 48 , mValue discloses a method (system, mobile 
device, computer readable medium) for controlling access, use and distribution of 
personal data of a user stored in a personal data repository, the method comprising the 
steps of: a data processing device receiving input defining personal data comprising a 
user profile for storage in a digitally stored personal data repository; reaching an 
agreement, between the user and the second party, regarding release to the second party 
of the identified service profile; and providing the identified service profile fi-om the 



3. 



4. 
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personal data repository to the second party according to the agreement 
(www.mvaluexom, pg.2, pgs.7-8, pgs.23-24). 

5. MValue fails to expressly disclose a master profile and a plurality of service profiles, the 
master profile and plurality of service profiles providing information about only a single 
user; and receiving user input identifying one of the plurality of service profiles stored in 
the personal data repository as corresponding to a second party. 

6. However, Blasko discloses a master profile (composite profile) and a plurality of service 
profiles (profile vector), the master profile and plurality of service profiles providing 
information about only a single user; and receiving user input identifying one of the 
plurality of service profiles stored in the personal data repository as corresponding to a 
second party (Abstract, Para 0065-0067, Para 0084-0089). 

7. Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have included a master profile and a plurality of service profiles, 
the master profile and plurality of service profiles providing information about only a 
single user: and receiving user input identifying one of the plurality of service profiles 
stored in the personal data repository as corresponding to a second party, as disclosed by 
Blasko, in the system disclosed by mValue, for the advantage of providing a method 
(system, mobile device, computer readable medium) for controlling access, use and 
distribution of personal data of a user stored in a personal data repository, with the ability 
to increase system/method effectiveness by allowing the user to select what companies 
they wish to interact with and how they wish to interact with them. 
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8. As per Claims 2 and 49, m Value and Blasko disclose wherein the personal data 
comprises automatically collected information. 

9. As per Claims 3 and 50, mValue and Blasko disclose wherein the step of reaching the 
agreement comprises choosing an agreement provided by an independent agreement 
provider, wherein the independent agreement provider receives compensation based on 
use of the provided agreement. 

10. As per Claims 4 and 51, mValue and Blasko disclose wherein the personal data 
comprises information entered by the user. 

1 1. As per Claims 10 and 57, mValue and Blasko disclose wherein the identified service 
profile includes information regarding a data and a time that any of the information in the 
identified service profile was released to the second party and to whom the stored 
information was released. 

12. As per Claims 1 1 and 58, mValue and Blasko disclose wherein the service profile 
includes information pertaining to a description of the agreement between the user and 
the second party. 

13. As per Claims 12 and 59, mValue and Blasko disclose acting, by a trusted party, as an 
agent of the user to negotiate use, by the second party, of any of the personal data of the 
user in return for compensation to the user for the use of any of the personal data. 

14. As per Claims 13, 27, and 60, mValue and Blasko disclose automatically recording a 
history of actions, by the user, using a user device, as part of the personal data of the user. 

15. As per Claims 14, 28, and 61, mValue and Blasko disclose receiving user input defining a 
type of action to be automatically recorded. 
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16. As per Claims 15 and 62, mValue and Blasko disclose receiving, at a trusted party device 
connected to a computer network, a first request from a device operated by the user; 
forming a second request based on the first request, the second request being stripped of 
information that can associate the user with the second request; sending, fi-om the trusted 
party device, the second request over a computer network to a second party device; 
receiving, at the trusted party device, response information in response to the sending of 
the second request; forming a response based on the response information; and sending 
the response to the device operated by the user. 

17. As per independent Claim 18 . m Value discloses a system for providing personal data of a 
user with access rights being controlled by the user, the system comprising: a user device; 
a trusted party device, the user device being arranged to communicate with the trusted 
party device; at least one data storage device storing personal data of only the single user, 
said personal data comprising a profile; a rules enforcer included in the trusted party 
device to enforce rules by which the personal data of the user can be accessed and used 
by a second party device (inherent), the rules having been agreed to by the user and a 
second party associated with the second party device (inherent), wherein: the at least one 
data storage device is associated with at least one of the user device and the trusted party 
device (www.mvalue.com, pg.2, pgs.7-8, pgs.23-24). 

18. MValue fails to expressly disclose a master profile and a pluralitv of service profiles. 

19. However, Blasko discloses a master profile (composite profile) and a pluralitv of service 
profiles (profile vector) (Abstract, Para 0065-0067, Para 0084-0089). 



Application/Control Number: 09/988.002 Page 6 

Art Unit: 3629 

20. Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have included a master profile and a plurality of service profiles, 
as disclosed by Blasko, in the system disclosed by mValue, for the advantage of 
providing a method (system, mobile device, computer readable medium) for controlling 
access, use and distribution of personal data of a user stored in a personal data repository, 
with the ability to increase system/method effectiveness by grouping user profile 
information into specific industry groups (internet, retail, T.V., etc.). 

21. As per Claim 19, mValue and Blasko disclose a plurality of trusted party devices, each of 
the trusted party devices being configured to communicate with at least one other of the 
plurality of trusted party devices, and wherein the at least one storage device is included 
in at least some of the plurality of trusted party devices and the personal data of the user 
is distributed among the at least one storage device of at least some of the plurality of 
trusted party devices. 

22. As per Claim 20, mValue and Blasko disclose wherein the trusted party device further 
comprises an agreement facilitator to facilitate an agreement between the user and the 
trusted party. 

23. As per Claim 21, mValue and Blasko disclose wherein the user device further comprises 
an agreement facilitator to facilitate an agreement between the user and the trusted party. 

24. As per Claim 23, mValue and Blasko disclose wherein the trusted party device further 
comprises a history recorder to automatically record a history of actions performed by the 
user device. 
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25. As per Claim 24, mValue and Blasko disclose wherein the history recorder includes an 
action selector by which the user, via the user device, can define the actions to be 
automatically recorded. 

26. Claims 5-9, 22. 26. and 52-56 are rejected under 35 U.S.C. 103 as being unpatentable 
over mValue in view of Blasko. 

27. As per Claims 5-7 and 52-54, mValue and Blasko fail to expressly show storing the 
personal data on a device operated by the user, on a trusted party device, or in a 
distributed manner among a plurality of trusted party devices. 

28. However these differences are only found in the nonfunctional descriptive material and 
are not functionally involved in the steps recited. The method (system, device, mobile 
device, machine-readable medium) for controlling access, use and distribution of 
personal data of a user stored in a personal data repository would be performed regardless 
of where the personal data was stored. Thus, this descriptive material will not distinguish 
the claimed invention from the prior art in terms of patentability, see In re Gulack, 703 
F.2d 1381, 1385, 217 USPQ 401, 404 (Fed. Cir. 1983); In re Lowry, 32 F.3d 1579, 32 
USPQ2d 1031 (Fed. Cir. 1994). 

29. Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have stored the personal about the user on a device operated by 
the user, on a trusted party device, or in a distributed manner among a plurality of trusted 
party devices, because such a storage type does not functionally relate to the steps in the 
method claimed and because the subjective interpretation of the storage type does not 
patentably distinguish the claimed invention. 
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30. As per Claims 8 and 55, mValue and Blasko disclose fail to expressly show wherein the 
identified service profile comprises music preferences. 

31. However these differences are only found in the nonfunctional descriptive material and 
are not fiinctionally involved in the steps recited. The method (system, device, mobile 
device, machine-readable medium) for controlling access, use and distribution of 
personal data of a user stored in a personal data repository would be performed regardless 
of type of service profile used. Thus, this descriptive material will not distinguish the 
claimed invention fi-om the prior art in terms of patentability, see In re Gulack, 703 F.2d 
1381, 1385, 217 USPQ 401, 404 (Fed. Cir. 1983); In reLowry, 32 F.3d 1579, 32 
USPQ2d 1031 (Fed. Cir. 1994). 

32. Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have identified music preferences as an identified service profile, 
because such data does not fiinctionally relate to the steps in the method claimed and 
because the subjective interpretation of the data does not patentably distinguish the 
claimed invention. 

33. As per Claims 9, 22, 26, and 56, mValue and Blasko fail to expressly show wherein the 
second party comprises a financial institution, and wherein the identified service profile 
comprises financial information. 

34. However these differences are only found in the nonfimctional descriptive material and 
are not fimctionally involved in the steps recited. The method (system, device, mobile 
device, machine-readable medium) for controlling access, use and distribution of 
personal data of a user stored in a personal data repository would be performed regardless 
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of type of service profile/second party used. Thus, this descriptive material will not 
distinguish the claimed invention from the prior art in terms of patentability, see In re 
Gulack 703 R2d 1381, 1385, 217 USPQ 401, 404 (Fed. Cir. 1983); In reLowry, 32 F.3d 
1579, 32 USPQ2d 1031 (Fed. Cir. 1994). 

35. Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have identified financial information as an identified service 
profile and a financial institution as the second party, because such data does not 
fiinctionally relate to the steps in the method claimed and because the subjective 
interpretation of the data does not patentably distinguish the claimed invention. 

36. Claim 45 is rejected under 35 U.S.C. 103(a) as being unpatentable over mValue 
(www.mvalue.com, Screen Print, 3/1/2000-8/15/2000). 

37. As per independent Claim 45 . m Value discloses a mobile device (Internet accessible 
device, phone, or PDA) for providing personal data of a user with access rights being 
controlled by the user, the mobile device comprising: a rules enforcer to enforce the rules 
by which the personal data of the user can be accessed and used by a second party device 
(inherent), the rules having been agreed to by the user and a second party associated with 
the second party device (inherent); a data storage device having recorded therein at least 
some of the personal data of the user; an agreement facilitator to facilitate an agreement 
between the user and the second party (www.mvalue.com, pg.2, pgs.7-8, pgs.23-24). 

38. MValue fails to expressly disclose a history recorder to record a history of actions by the 
user via the user device, the history recorder including a level selector to select a level of 
the actions to be recorder' wherein the data storage device is arranged to have recorded 
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therein at least a portion of a service profile including information regarding what 
portions of the stored personal data of the user can be released to the second party and 
conditions under which the portions of the service profile can be released to the second 
party. 

39. However, mValue does disclose tracking the transactions between users and companies 
(pgs.7-8), and mValue further discloses allowing the user to select the price and type of 
information to provide to companies (pg.2, pgs.7-8, pgs.23-24). 

40. Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have included a history recorder to record a history of actions by 
the user via the user device, the history recorder including a level selector to select a level 
of the actions to be recorder' wherein the data storage device is arranged to have recorded 
therein at least a portion of a service profile including information regarding what 
portions of the stored personal data of the user can be released to the second party and 
conditions under which the portions of the service profile can be released to the second 
party, in the system disclosed by mValue, for the advantage of providing a method 
(system, mobile device, computer readable medium) for controlling access, use and 
distribution of personal data of a user stored in a personal data repository, with the ability 
to increase system/method effectiveness by tracking system transactions and allowing the 
user to select transaction types (money/information) with companies. 

Response to Arguments 

41 . Applicants arguments with respect to claims 1-15. 18-28, 35, 45, and 48-62 have been 
considered but are moot in view of the new ground(s) of rejection. 
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42. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

43. A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS fi-om the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated fi-om the mailing date of the 
advisory action. In no event, however, will the statutory period for reply expire later than 
SIX MONTHS fi-om the date of this final action. 

Conclusion 

44. Any inquiry concerning this communication or earlier communications fi^om the 
examiner should be directed to Jonathan Ouellette whose telephone number is (703) 605- 
0662. The examiner can normally be reached on Monday through Thursday, Sam - 
5:00pm. 

45. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Weiss can be reached on (703) 308-2702. The fax phone numbers for 
the organization where this appHcation or proceeding is assigned are (703) 305-7687 for 
regular communications and (703) 305-3597 for After Final communications. 
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46. Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 306-5484. 
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JOHN G. \NE1SS 
SUPERVISORY PATENT EXAMINER 
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